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IN THE MATTER OF AN OPPOSITION
by Brasstech, Inc. to application
No. 1,441,083 for the trade-mark
GINGER’S in the name of Elte Carpets
Limited

[1] Ginger’s International Bath Centre Ltd. applied to register the trade-mark GINGER’S
(the Mark) on June 10, 2009, based upon use of the Mark in Canada since at least as early as

February 1997, in association with the following wares and services:
Wares:

Bathroom supplies, sanitary wares and accessories, namely, bathtubs, sinks, toilets,
bidets, towel bars, faucet sets, mirrors, cloth towels, shower curtains, soap dishes, waste
baskets, hand dryers, decorative bottles, body care soap, glass containers and bathmats

Services:
Furniture and fixture repair services

[2] As a result of an amalgamation which subsequently took place, the application for the
Mark now stands in the name Elte Carpets Limited (the Applicant).



[3] Brasstech, Inc. (the Opponent) is the owner of the trade-mark GINGER, which it claims
to have used in Canada by itself and/or through a predecessor, in association with “bath lighting,
namely sconce lights; bathroom accessories, namely, towel bars, towel rings, robe hooks,
shelves, tissue holders, and plumbing products, namely, faucets, lavatory faucet sets, tub faucet
sets, shower heads, shower jets, body sprays and shower valves”, since prior to the Applicant’s

claimed date of first use.

[4] The Opponent has opposed the application for the Mark under section 38 of the Trade-
marks Act, RSC 1985, ¢ T-13 (the Act). The grounds of opposition are based upon
sections 30(b), 30(i), 16(1)(a) and 2 of the Act.

[5] In support of its opposition, the Opponent filed the affidavit of Jonathan F. Wood, sworn
October 24, 2011 (the Wood affidavit) and the affidavit of Theodore Sorokopas, sworn
October 24, 2011 (the Sorokopas affidavit). The Opponent was also subsequently granted leave
to file the affidavit of Michael Bull, sworn November 23, 2012 (the Bull affidavit), as additional
evidence. Mr. Wood and Mr. Bull were both cross-examined on their affidavits and the

transcripts of the cross-examinations have been made of record.
[6] The Applicant did not file any evidence.

[7] Both of the parties filed written arguments and attended a hearing.

Onus

[8] The Applicant bears the legal onus of establishing on a balance of probabilities that its
application complies with the requirements of the Act. However, there is an initial evidential
burden on the Opponent to adduce sufficient admissible evidence from which it could reasonably
be concluded that the facts alleged to support each ground of opposition exist [see John Labatt
Limited v The Molson Companies Limited (1990), 30 CPR (3d) 293 (FCTD) at 298].



Preliminary Matter

[9] At the hearing, the Opponent withdrew the ground of opposition based upon section 30(i)
of the Act. In view of this, only the sections 30(b), 16(1)(a) and 2 grounds remain to be decided.

| will address each of these grounds in turn below.

Non-conformity — Section 30(b)

[10] The Opponent alleges that the Applicant has not used the Mark in Canada since the
claimed date of first use, namely, February 1997. Section 30(b) of the Act requires that there be
continuous use of the applied for trade-mark in the normal course of trade from the date claimed
to the date of filing of the application [Benson & Hedges (Canada) Ltd v Labatt Brewing Co
(1996), 67 CPR (3d) 258 (FCTD) at 262].

[11]  The initial burden on an opponent is light respecting the issue of non-conformance with
section 30(b) of the Act because the facts regarding an applicant's first use are particularly within
the knowledge of an applicant [Tune Masters v Mr P's Mastertune Ignition Services Ltd (1986)
10 CPR (3d) 84 (TMOB) at 89].

[12] Inthis case, the Opponent has filed the Sorokopas affidavit in support of its section 30(b)
ground of opposition. Mr. Sorokopas is a private investigator [see para 1].

[13] In a nutshell, Mr. Sorokopas’ affidavit provides details regarding visits which he made on
September 29, 2011 to the stores “Elte” and “Ginger’s Bath & Boutique” (Ginger’s), both of
which are located in Toronto, Ontario. Elte is located at the same address which has been
provided for the Applicant in the application for the Mark [see para 3]. It sells furniture,
antiques, lighting, lighting fixtures, carpets and broadloom [see para 4]. Ginger’s is located at a
different address, but is also owned by the Applicant [see paras 5 and 16]. The purpose of Mr.
Sorokopas’ visit to the Applicant’s stores was clearly to gather information regarding the

Applicant’s use of the Mark or its lack of use thereof.

[14] At the outset, I wish to note that | am cognizant of the fact that Mr. Sorokopas’ evidence
clearly postdates the material date for the Opponent’s section 30(b) ground of opposition and that

some of his evidence arguably also has hearsay flaws. That being said, | am also mindful of the



fact that it is difficult for a third party to produce evidence to show that there was no use of
another party's mark at any date, let alone at a date several years ago. This is precisely why the
evidential burden in cases like this is lighter. I am therefore prepared to consider Mr. Sorokopas’
evidence. A similar approach to evidence of this nature has been taken by this Board in the past
[see Seven-Up Canada Co v Caribbean Ice Cream Company Ltd, 2007 CanLIl 80903 (TMOB)].
I would add that the Applicant had an opportunity to challenge Mr. Sorokopas’ evidence through
cross-examination or to rebut it by way of filing its own evidence, but it did not do so.

Moreover, the Applicant did not put forward any substantive submissions regarding Mr.

Sorokopas’ evidence in its written argument or at the hearing.

[15] While visiting Elte, Mr. Sorokopas spoke with a sales associate and obtained a copy of
Elte and Ginger’s joint catalogue [see paras 5 and 7 and Exhibit “A”]. The catalogue clearly
displays the Mark and features many products, including many of those which are covered in the
application for the Mark. Notably, the Mark is not visible on any of the wares which are in the

catalogue.

[16] During his visit to Ginger’s, Mr. Sorokopas also observed signage outside the store which
featured the Mark and noted that a large portion of the store appeared to be dedicated to
bathroom products. Attached as Exhibits “B” and “C” to Mr. Sorokopas’ affidavit are

photographs showing the outside store signage and the interior of the store.

[17]  In paragraph 14 of his affidavit, Mr. Sorokopas indicates that during his visit to Ginger’s,
he walked through the entire store and made notes on the various items which were on display.
In particular, he observed which trade-marks were featured on the various products which were
on display in the store. Although the store carried many of the wares which are covered by the
application for the Mark, Mr. Sorokopas determined that the Mark was only visible on two lines
of bath towels, hand towels and wash cloths which were sold in the store [see para 15]. Attached
as Exhibit “D” to Mr. Sorokopas’ affidavit are photographs of one of the wash cloths, including

the label and tag featuring the Mark.

[18] Mr. Sorokopas purchased the wash cloth shown in Exhibit “D” and attached a copy of the
associated sales invoice to his affidavit as Exhibit “E”. The Mark is shown on the top left corner

of the invoice above the Applicant’s address. Attached as Exhibit “F” to Mr. Sorokopas’



affidavit is a photograph of the store bag which was given to him with his purchase. The Mark is

prominently displayed thereon [see para 15].

[19] During his visit, Mr. Sorokopas also learned from a sales associate that Ginger’s has a
parts and service department that operates under the name “Ginger’s Appliances Service”. In
addition, he learned from a sales associate that Ginger’s does not sell furniture and that Elte’s
provides a “scratch and dent” service for the furniture that is sold by Elte and for the equipment

that is sold by Ginger’s [see para §].

[20] The Opponent’s evidence suggests that aside from “cloth towels”, the Mark is not used in
association with wares, per se. Rather, it appears as though it may be used in connection with
retail services relating to the sale of the types of wares which are covered in the application.
Moreover, the Opponent’s evidence suggests that while the Mark may be used in connection
with a parts and service business relating to appliances which are sold by the Applicant, it does
not appear to be in use in association with “furniture and fixture repair services” per se, as
claimed in the application. Although the “scratch and dent” services which are offered by the
Applicant may be considered to be “furniture and fixture repair services”, they appear to be
offered in the Elte store, rather than the Ginger’s store and there is no evidence which would
enable me to conclude that they are advertised or performed in association with the Mark at the

Elte store.

[21]  In my view, while the Opponent’s evidence may not definitively establish non-use of the
Mark, it certainly casts doubt on whether the Mark has been used since the claimed date of first
use or at all, in association with anything other than “cloth towels”. | therefore find that the
evidence is sufficient for the Opponent to meet its light evidential burden in respect of its
section 30(b) ground of opposition in relation to all of the wares in the application, with the

exception of “cloth towels” and in relation to all of the services in the application.

[22] Since the Opponent has met its light initial burden, the onus shifts to the Applicant to
demonstrate on a balance of probabilities that it has complied with the requirements of

section 30(b) of the Act. Since the Applicant has not filed any evidence which can positively
establish its claimed date of first use, | must conclude that the onus on the part of the Applicant

has not been met.



[23] Inview of the foregoing, the section 30(b) ground of opposition is successful in relation
to all of the wares with the exception of “cloth towels” and successful in relation to all of the

services.

Non-entitlement — Section 16(1)(a)

[24] The Opponent has pleaded that the Applicant is not the person entitled to registration of
the Mark in view of the fact that it is confusing with Opponent’s trade-mark GINGER, which
had been “continuously, extensively and previously used and advertised in Canada by the

Opponent and/or its predecessors”.

[25] Although the Opponent did not specifically identify the wares in association with which
it allegedly previously used its trade-mark in its section 16(1)(a) ground of opposition, it did
identify them elsewhere in its statement of opposition as being “bath lighting, namely sconce
lights; bathroom accessories, namely, towel bars, towel rings, robe hooks, shelves, tissue holders,
and plumbing products, namely, faucets, lavatory faucet sets, tub faucet sets, shower heads,

shower jets, body sprays and shower valves”.

[26] The material date for a ground of opposition based upon section 16(1)(a) of the Act
would typically be the claimed date of first use [section 16(1)]. However, where an opponent has
successfully challenged an applicant’s claimed date of first use under a section 30(b) ground of
opposition, the material date for assessing a section 16(1) ground of opposition becomes the
applicant’s filing date [see American Cyanamid Co v Record Chemical Co Inc (1972), 6 CPR
(2d) 278 (TMOB); Everything for a Dollar Store (Canada) Inc v Dollar Plus Bargain Centre Ltd
(1998), 86 CPR (3d) 269 (TMOB)]. Accordingly, the material date for determining the
likelihood of confusion with respect to “cloth towels” is February 28, 1997 (the claimed date of
first use in the application), whereas the material date with respect to the remaining wares and

the services is June 10, 2009 (the filing date of the application).

[27]  Prior to assessing whether or not there is any likelihood of confusion between the parties’
trade-marks, it is first necessary to determine whether the Opponent has met its initial burden to

show use of its trade-mark prior to the aforementioned material dates and non-abandonment as of
the date of advertisement of the Mark, namely, February 9, 2011 [section 16(5)]. The Wood and



Bull affidavits and transcripts of cross-examination provide information regarding the Opponent
and its use of its trade-mark in Canada. | will summarize some of the more pertinent information

in those affidavits below.

The Wood Affidavit

[28] At the time of swearing his affidavit, Mr. Wood was the Vice President of Sales and
Marketing for the Opponent and had been since 2003 [see para 1]. In paragraphs 6 to 8, Mr.
Wood provides some information regarding the history of the GINGER trade-mark. It was first
used as both a trade-mark and company name by a father and son team in 1983 [see para 6].
That company was subsequently acquired by a corporation called Masco Corporation in 2000,
which later merged it into the Opponent in 2004. The Opponent has continued to sell bath
lighting, bathroom accessories, faucets and shower heads under the GINGER brand since the

merger [see paras 7 and 8].

[29] In paragraph 5 of his affidavit, Mr. Wood states that the Opponent uses the trade-mark
GINGER in Canada and the United States in association with the wares “bath lighting, namely
sconce lights; bathroom accessories, namely, towel bars, towel rings, robe hooks, shelves, tissue
holders, and plumbing products, namely, faucets, lavatory faucet sets, tub faucet sets, shower
heads, shower jets, body sprays and shower valves” (collectively the GINGER products).

[30] In paragraph 19 of his affidavit, Mr. Wood states that the GINGER products have been
sold in Canada since as early as 1995 through Direct Buy [see para 19]. In support of this
statement, Mr. Wood attaches a screen shot from the Opponent’s computer records showing that
Direct Buy was opened as an account for GINGER products on January 1, 1995 [see Exhibit
“A”]. The Applicant submits that this evidence is not sufficient to establish that the Opponent’s
predecessor actually sold any of its products in association with its trade-mark in Canada to

Direct Buy. | agree. At best, the screen shot suggests that an account was opened.

[31] In paragraphs 20 to 21 of his affidavit, Mr. Wood identifies a number of retail purchasers
to which the Opponent has sold its GINGER products since 1995. Notably, Mr. Wood does not
indicate whether any of them are located within Canada. In paragraph 21 of his affidavit, Mr.

Wood identifies a number of Canadian hotel purchasing groups to which the Opponent has sold



its GINGER products. However, he does not specify when the Opponent sold its wares to these

groups.

[32] Mr. Wood goes on to provide some further information regarding the Opponent’s normal
course of trade. He states that the GINGER products are sold directly to authorized Canadian
dealers (or hotel purchasing groups), who then sell the products to end-use customers in Canada.
The dealers order the products and the products are shipped to the dealer or to the end user as

described in the purchase order [see para 22].

[33] Mr. Wood indicates that the GINGER products are shipped in packages that include the
GINGER trade-mark, product information and descriptions [see para 23]. Attached as Exhibit
“B” are photographs which were taken in 2009 of boxes for some of the GINGER products. Mr.
Wood indicates that the boxes are similar to those which were in use prior to and in the years
since 20009.

[34] In paragraph 31 of his affidavit, Mr. Wood provides details pertaining to the number of
units of GINGER products which were sold in Canada during the years of 2006-2009. The
numbers range from between 5,765 and 10,521. Attached as Exhibit “BB”, are copies of
representative invoices that were sent to Canadian purchasers. The invoices all relate to sales to
one company, namely, Cantu Bathrooms & Hardware Ltd. (Cantu) and date back as far as May
of 2002.

[35] The Applicant submits that the invoices do not assist the Opponent in evidencing that it
sold products bearing its trade-mark into Canada, as the majority of the invoices suggest that the
products were, in fact, shipped to a U.S. address, rather than to Canada and any invoices for
products which were shipped to Canada covered products other than those which the Opponent

has referred to in its pleadings. The Opponent submits that the Bull affidavit remedies this.

The Bull Affidavit

[36] Mr. Bull is one of the owners of Cantu [see para 1]. Cantu displays and sells decorative
plumbing and hardware in Canada [see para 4]. Mr. Bull is an active shareholder in the business

and has been the active owner in the business since it was purchased in 1986. As the active



owner of Cantu, Mr. Bull has responsibility for and knowledge of all aspects of its business,
including its current and historical sales of GINGER products. Mr. Bull states that Cantu

maintains accurate print and computer records of its business activities [see paras 1 to 3].

[37] Cantu has displayed and sold GINGER bathroom lighting, bathroom accessories and
plumbing products from its showrooms since at least as early as 2001 [see para 9]. When Cantu
sells GINGER products to a customer, the products are contained in boxes bearing the GINGER
trade-mark. The boxes are the same as those in which the products are delivered to Cantu. Mr.
Woods states that this has been the case for as long as he can remember [see paras 10 and 17].
Attached as Exhibit “A” to Mr. Bull’s affidavit are photographs of a toilet paper roller and a
plumbing valve in packaging which Mr. Bull states are currently in stock at Cantu [see para 11].

The GINGER trade-mark is prominently displayed thereon.

[38] The Applicant takes issue with Mr. Bull’s failure to specify the number of years during
which the GINGER products have been shipped in this manner. However, | note that Mr.
Wood’s affidavit does shed some light on this to the extent that Mr. Wood also provides
photographs of sample packaging bearing the GINGER trade-mark which he states was used
prior to and in the years since 20009.

[39] In paragraph 12, Mr. Bull states that Cantu’s records show that Cantu has been selling
GINGER products since at least as early as 2001. He indicates that he knows this because
Cantu’s computer records show that Cantu has been paying Ginger USA since at least as early as
2001 and he believes that these payments could only be for the purchase of GINGER products to
sell in Cantu’s showrooms. Attached as Exhibit “B” to Mr. Bull’s affidavit is a print screen from

Cantu showing a record of payments made to Ginger USA in 2001.

[40] Atthe hearing, | queried the identity of Ginger USA and counsel for the Opponent simply
commented that affiants are not always as precise as they could be with language. | understood
this to mean that Mr. Bull’s reference to Ginger USA was simply a loose reference to the
Opponent’s predecessor. | note that Mr. Wood was not overly precise in providing details with
respect to the Opponent’s predecessors either [see Wood affidavit, pagel, para 6 to page 2, para
8]. The Applicant has not taken issue with this aspect of the Opponent’s evidence. Moreover, in
his affidavit, Mr. Bull states that he dealt with Mr. Wood for many years and that he was Cantu’s



contact at Ginger and now at Brasstech, Inc., the Opponent. Mr. Bull also confirmed that Cantu
was also a direct customer of the Opponent at the time of the merger and that he was aware of

the merger between the two companies when it took place [see para 13].

[41] The Applicant has taken issue with other aspects of Mr. Bull’s evidence. In particular,
the Applicant submits that the statement made in paragraph 12 of Mr. Bull’s affidavit suggests
that he does not have any personal knowledge of sales of the Ginger products to Cantu dating
back to 2001. The Applicant further submits that Mr. Bull’s assumption that the sales in the
print screen must relate to sales of GINGER products, may not be accurate given that the
Opponent appears to offer brands other than just the GINGER brand [see Bull cross-
examination, page 9, lines 4-10; Wood affidavit, para 2 and Wood cross-examination, page 14,
lines 18-23].

[42]  With respect to the first issue which has been raised by the Applicant, I note that the
Federal Court has held that an affiant’s experience and his or her office may put him or her in a
position to have personal knowledge of the facts without necessarily having been a direct witness
to the event [see Union Electric Supply Co v Registrar of Trade Marks (1982), 63 CPR (2d) 56
(FCTD) at pages 59-60; Scott Paper Ltd v Georgia-Pacific Consumer Products LP (2010), 83
CPR (4th) 273 (FC) at para 35; Philip Morris Inc v Imperial Tobacco Ltd , (1987), 13 CPR (3d)
289 (FCTD)]. Overall, I find that Mr. Bull had personal knowledge of the Opponent’s business.
In my view, it seems he was in a position from his position and experience with the Opponent to
know of what he deposed. | am therefore prepared to accept his statement that the payments
could not have related to anything other than purchases of the GINGER products and | reject the

Applicant’s submission that his evidence should be disregarded.

[43] With respect to the second issue which has been raised by the Applicant, I note that the
entries in the print screen date back to 2001. Thus, this sales information presumably relates to
sales which the Opponent’s predecessor would have made to Cantu, rather than sales made by
the Opponent itself. Since there is no evidence to establish that the Opponent’s predecessor sold
any brands other than the GINGER brand of wares, | find it reasonable to accept Mr. Bull’s
statement that these sales would have related to sales of the GINGER brand wares.

10



[44] In paragraphs 15 and 16 of his affidavit, Mr. Bull goes on to provide details pertaining to
how Cantu imports the GINGER products into Canada. Mr. Bull states that the GINGER
products are delivered to an authorized agent of Cantu at a U.S. receiving address. The
authorized agent then assumes responsibility for clearing customs and shipping the products to

Cantu’s showrooms in Canada.

[45] The Applicant submits that the Bull affidavit does not fill in the gaps which were present
in the Wood affidavit. In particular, the Applicant submits that although the Bull affidavit was
purportedly filed to demonstrate that the Opponent had shipped certain products to Cantu in
Canada, it makes no reference to any actual transactions or to any of the transactions which were

referred to in the Wood affidavit and supported by the invoices attached as Exhibit “BB”.

[46] In other words, the Applicant submits that the Bull affidavit does not provide the
“missing link” to show that products which were referenced in the invoices attached as Exhibit
“BB” to the Wood affidavit were actually shipped to Canada. While this may be the case, | am
of the view that evidence must be considered in its totality and in light of the evidence which has
been filed in the present case, I do not find it necessary for the Bull affidavit to provide a “link”

which is specific to the particular invoices which are referred to in the Wood affidavit.

[47] The Applicant submits that invoices showing products being shipped to a location in the
United States, accompanied by an assertion that the products were later brought into and sold in
Canada, is not sufficient to show “use” in accordance with the Act. The Opponent relies upon
the decision of Redsand Inc v Thrifty Riding & Sports Shop Ltd for this proposition [see Redsand
Inc v Thrifty Riding & Sports Shop Ltd 1997 CarswellNat 996 (FCTD)].

[48] I consider the decision in Redsand to be distinguishable from the present case. In
Redsand, the evidence of the Opponent’s alleged use of its trade-mark in Canada consisted of
one invoice referring to a purchase which was shipped to an address in the United States and
statements to the effect that wares were sold in Canada for a brief period. In the present case, we
have many invoices which cover a several year period. In addition, the Opponent has provided
unit sales figures for a number of years, sample packaging and sworn statements regarding years

of sales from both the Opponent and its Canadian purchaser (Cantu). An explanation has also

11



been provided with respect to how the Canadian purchaser orders the wares and arranges for

shipment of the wares to Canada.

[49] While both the Wood and the Bull affidavits could certainly have benefited from more
precision, | am satisfied that the information which is contained in the combination of these two
affidavits is sufficient to enable the Opponent to meet its evidential burden, at least in relation to
the wares and services for which the material date is June 10, 2009. However, the evidence is
not sufficient for the Opponent to meet its initial burden in relation to “cloth towels”, in view of

the earlier February 28, 1997 for those particular wares.

[50] I'will now go on to consider whether the Applicant has satisfied its legal onus to show
that the Mark, for the wares other than “cloth towels” and for the services in the application, was

not reasonably likely to cause confusion with the Opponent’s trade-mark.

[51] The test for confusion is one of first impression and imperfect recollection. Section 6(2)
of the Act indicates that use of a trade-mark causes confusion with another trade-mark if the use
of both trade-marks in the same area would be likely to lead to the inference that the wares or
services associated with those trade-marks are manufactured, sold, leased, hired or performed by

the same person, whether or not the wares or services are of the same general class.

[52] In applying the test for confusion, the Registrar must have regard to all the surrounding
circumstances, including those specifically enumerated in section 6(5) of the Act, namely: a) the
inherent distinctiveness of the trade-marks and the extent to which they have become known;

b) the length of time the trade-marks have been in use; c) the nature of the wares, services or
business; d) the nature of the trade; and €) the degree of resemblance between the trade-marks in
appearance or sound or in the ideas suggested by them. These enumerated factors need not be
attributed equal weight. [See Mattel, Inc v 3894207 Canada Inc (2006), 49 CPR (4th) 321
(SCC); Veuve Clicquot Ponsardin v Boutiques Cliquot Ltée et al (2006), 49 CPR (4th) 401
(SCC); and Masterpiece Inc v Alavida Lifestyles Inc (2011), 92 CPR (4th) 361 (SCC) for a

thorough discussion of the general principles that govern the test for confusion].

12



Sections 6(5)(a) and (b) — inherent distinctiveness, extent to which the trade-marks have become

known and length of time in use

[53] The Opponent’s trade-mark GINGER and the Mark GINGER’S are almost identical and

therefore possess about the same degree of inherent distinctiveness.

[54] Although the application for the Mark is a “use” based application, the Applicant has not
filed any evidence of use or any other evidence to suggest that the Mark has become known. By
contrast, the Opponent has filed some evidence relating to the use of its trade-mark in Canada, as

previously discussed.

[55] The Opponent has also filed some evidence relating to its promotional and advertising
activities. However, the period of time and/or extent to which most of these activities took place

in or reached the Canadian marketplace is somewhat unclear.

[56] For example, in paragraph 30, Mr. Wood indicates that the Opponent sends price books
to all of its dealers each year, including those in Canada and he attaches copies of the cover
pages of such books as Exhibit “AA” to his affidavit. However, he does not indicate how many
price books have been sent to Canadian dealers, nor does he specify the number of Canadian

dealers to which the books have been sent.

[57] Similarly, in paragraph 29 of his affidavit, Mr. Wood states that the GINGER products
are advertised using catalogues, brochures and sales sheets that are distributed across North
America and in other countries. Samples of such catalogues, brochures and sales sheets are
attached as Exhibits “H” to “Z” to Mr. Wood’s affidavit. However, Mr. Wood does not

specifically indicate whether any of these materials were distributed in Canada.

[58] In paragraphs 26 to 28 of his affidavit, Mr. Wood makes reference to advertisements
featuring the GINGER trade-mark which have appeared in various publications, but no
circulation figures for the publications have been provided and Mr. Wood has not indicated
whether the publications are circulated in Canada. During his cross-examination, Mr. Wood was
only able to confirm circulation in Canada of a single publication [see Wood cross-examination,

page 26, line 25, page 27, lines 1 to 20, page 39, lines 6 to 25 and page 40, lines 1 to 4].
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[59] There are similar “vagueness” issues with respect to the evidence which has been put

forward in the Wood affidavit regarding sales of the Opponent’s wares.

[60] By way of example, although Mr. Wood provides a list of retail purchasers of the
GINGER products in paragraph 20 of his affidavit, he does not specify that these purchasers are
Canadian and the remainder of the evidence (the Bull affidavit) only establishes that one of the

retailers, namely, Cantu, is Canadian.

[61] Similarly, in paragraph 21 of his affidavit, Mr. Wood provides a list of Canadian hotel
purchasing groups to which the GINGER products have been sold, but Mr. Wood does not

indicate when the GINGER products were sold to these groups.

[62] Inaddition, Mr. Wood provides unit sales figures in paragraph 31 of his affidavit for
sales of the GINGER products in Canada from 2006 to 2009, but he does not indicate how many
customers purchased the wares. Thus, it could have been a single purchaser, such as Cantu, or

many.

[63] While I am able to conclude that the Opponent’s trade-mark has become known in
Canada to some extent as a result of its use, due to the aforementioned shortcomings in the
Opponent’s evidence | am unable to draw any meaningful conclusions regarding how well

known its trade-mark has become.

[64] That being said, in the absence of any evidence of use of the Mark by the Applicant,

overall, the section 6(5)(a) and (b) factors favour the Opponent.
Sections 6(5)(c) and (d) — the nature of wares, services or business and trade

[65] Insofar as the nature of the parties’ wares, services or business and the nature of the trade
are concerned, it is clear that there is some overlap, as both parties’ are in the business of selling
bathroom accessories and related items. In terms of services, the application for the Mark
broadly covers “furniture and fixture repair services”. To the extent that such services may be
considered to encompass bathroom furniture and fixture repair services, there is also a

connection between the services in the application for the Mark and the Opponent’s wares.
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Section 6(5)(e) — degree of resemblance between the trade-marks

[66] With respect to the degree of resemblance between the trade-marks, it is clear that the

parties’ trade-marks are almost identical to one another.
Conclusion Regarding Likelihood of Confusion

[67] In view of the overlap in the wares and services and in view of the high degree of
resemblance between the parties’ trade-marks, | conclude that the Applicant has not discharged
the legal onus resting upon it to show that confusion between the Mark and the Opponent’s
GINGER trade-mark was not likely.

[68] The section 16(1)(a) ground of opposition is therefore successful in relation to the wares
and services for which the material date is June 10, 2009, but unsuccessful in relation to the
wares described as “cloth towels”, for which the material date is February 28, 1997, since the
Opponent was unable to meet its initial evidential burden for those particular wares.

Non-distinctiveness — Section 2 of the Act

[69] The Opponent has pleaded that the Mark is not adapted to distinguish, nor capable of

distinguishing the wares and services of the Applicant from the wares of the Opponent.

[70] The material date to assess this ground of opposition is the filing date of the statement of
opposition, namely, April 8, 2011 [see Metro-Goldwyn-Mayer Inc v Stargate Connections Inc
(2004), 34 CPR (4th) 317 (FC)].

[71] For the reasons previously mentioned under the section 16(1)(a) ground of opposition in
relation to my analysis of the section 6(5)(a) factor, | am not satisfied that the Opponent has met
its evidentiary burden to establish that its trade-mark had become known sufficiently in Canada
as of April 8, 2011, to negate the distinctiveness of the Mark [see Motel 6, Inc v No 6 Motel Ltd
(1981), 56 CPR (2d) 44 (FCTD); Bojangles’ International, LLC and Bojangles Restaurants, Inc
v Bojangles Café Ltd (2006), 48 CPR (4th) 427 (FC)].

[72]  Accordingly, the non-distinctiveness ground of opposition is dismissed.
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Disposition

[73] In view of the foregoing, pursuant to the authority delegated to me under section 63(3)
of the Act, I refuse the application with respect to “bathroom supplies, sanitary wares and
accessories, namely, bathtubs, sinks, toilets, bidets, towel bars, faucet sets, mirrors, shower
curtains, soap dishes, waste baskets, hand dryers, decorative bottles, body care soap, glass
containers and bathmats”, as well as “furniture and fixture repair services” and | reject the
opposition with respect to “cloth towels” pursuant to section 38(8) of the Act [see Produits
Ménagers Coronet Inc v Coronet-Werke Heinrich Schlerf Gmbh (1986), 10 CPR (3d) 482
(FCTD) as authority for a split decision].

Lisa Reynolds

Member

Trade-marks Opposition Board
Canadian Intellectual Property Office
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